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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Application of: 

Luis Eduardo Gutierrez-Sheris Examiner: Karmis, Stefanos 

Group Art Unit: 3624 

Serial No.: 09/635,330 
Filed: August 9, 2000 

For: MONEY-TRANSFER TECHNIQUES 



Commissioner for Patents 
P. O. Box 1450 
Alexandria, VA 22313-1450 

Response to Final Office Action 

This is in response to the final office action dated January 30, 2006, the time 
for responding thereto having been requested to be extended. 

Claims 1-61 were rejected under 35 U.S.C. 103(a) as being unpatentable over 
O'Leary et al. ("O'Leary") (U.S. Patent 6,609,1 13) in view of Downing et al. 
("Downing") (U.S. Patent 5,963,647) in further view of Tadesco et al. ("Tadesco") 
(U.S. Patent 6,085,888). 

In Applicant's prior response filed November 7, 2005 (dated November 3, 
2005), it was asserted that the O'Leary patent is not valid prior art to the present 
application and a Declaration under 37 C.F.R. 1.131 accompanied that response in an 
attempt to establish a date of invention of the present application that pre-dates the 
priority filing date of the O'Leary patent. For purposes of that submission, it was 
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assumed that the O'Leary patent was entitled to a priority filing date of May 3, 1999, 
which corresponded to the filing date of the earliest provisional patent application to 
which priority was claimed in the O'Leary patent. 

In response to Applicant's submission filed November 7, 2005, the Examiner 
deemed the declaration under 37 C.F.R. 1.131 ineffective to overcome the O'Leary 
Patent. Specifically, the Examiner stated that "there is no statements regarding time 
periods from May 3, 1999 when the invention was conceived until it was filed on 05 
January 2000 sufficient to established [sic] diligence." (Final Office Action, page 3). 
Since the Examiner did not specify the period of time for which diligence allegedly 
was not sufficiently specified or established, the file history suggests that the time for 
which diligence is lacking in evidence is the earlier portion of the time period since 
the Examiner had accepted applicant's first filed declaration under 37 C.F.R. 1.131 
which effectively established a date of invention prior to the October 26, 1 999 filing 
date of the previously cited Stoutenburg patent (U.S. Patent 6,488,203). 

Now, after having reviewed all of the provisional applications (5 in all) to 
which the O'Leary Patent claims priority, it is submitted that the O'Leary Patent is 
not entitled to a priority filing date of May 3, 1999. Instead, and as established by the 
foregoing discussion, it is submitted that the O'Leary Patent is entitled, for purposes 
of the Examiner's rejection, arguably at best to a priority filing date of October 26, 
1999, which is the filing date of the third provisional application. 
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The O'Leary Patent claims priority to five (5) provisional applications. The 
first and second provisional applications clearly do not disclose subject matter relied 
upon by the Examiner in the office action under reply, as follows: 

The first provisional application, attached hereto in appendix A, was filed on 
May 3, 1999, and discloses subject matter for making purchasing from a merchant. 
The first provisional application does not include any discussion with respect to the 
transfer of money to another person and also does not include any discussion with 
respect to use of a card for any purpose whatsoever. Accordingly, the first 
provisional application does not disclose subject matter on which the Examiner relies 
to reject the claims in the application. 

The second provisional application, attached hereto in appendix B, was filed 
on August 25, 1999, and additionally discloses (beyond that already disclosed in the 
first provisional application) the transfer of money to a recipient's bank account. 
Based upon a comparison of the first and second provisional applications, newly 
added subject matter in the second provisional application principally is set forth at 
page 5, lines 9-13; page 8, lines 3-14; page 9, lines 3-8; page 10, lines 1-3; page 13, 
lines 13-20; and page 15, lines 4-25. Each of these sections in the second provisional 
application relate to the transfer of money to another individual's bank account . 
Accordingly, the second provisional application does not disclose subject matter on 
which the Examiner relies to reject the claims in the application. 

As for the teachings of the third, fourth and fifth provisional applications, 
attached hereto respectively in Appendices C, D and E, it further appears that these 
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applications or at least the third application (and possibly the 4 th application) also 
does not provide support for the Examiner rejections. However, based upon a review 
of the O'Leary patent itself, it is questioned that this reference actually teaches 
various features of the claimed invention, as relied upon by the Examiner in the office 
action under reply. But since this gets to the merits of O'Leary, and it is currently 
submitted that O'Leary is not valid prior art to the present application in the first 
place, the merits of O'Leary are not be addressed herein. Moreover, applicant 
reserves the right to later argue that O'Leary is not entitled to the filing date of the 
third provisional application, should the need arise. 

In view of the foregoing, it is submitted that the O'Leary Patent is entitled 
arguably, at best, to a priority filing date of October 26, 1999. Accordingly, it is 
submitted that the two previously submitted declarations under 37 C.F.R. 1.131 
effectively establish an invention date of the present application that precedes October 
26, 1999. To summarize the facts, the present application was filed on August 9, 
2000, and claims priority to provisional patent application serial number 60/174,646, 
which was filed on January 5, 2000. A document dated June 25, 1999, submitted 
with the previously submitted declaration under 37 C.F.R. 1.131 (in appendix A), 
illustrates the invention was fully conceived of at least as of this date. Then, in at 
least as early as July, 1999, the applicant began the patenting process, wherein a 
patentability search was first commenced followed by patent counsel's (former patent 
counsel) efforts to prepare the U.S. provisional application that was filed on January 
5, 2000. As supported by case law, the time period involving patent counsel's efforts 
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in such a matter "counts" towards the diligence requirement between conception of 
the invention and either actual or constructive reduction to practice. 

It is further noted that the filing date of the third provisional application of 
O'Leary, that is, October 26, 1999, coincidentally was the filing date of the 
previously cited Stoutenburg patent, and the submission of applicant's first 
declaration under 37 C.F.R. 1.131 successfully established an earlier invention date 
thereby causing a rejection based upon the Stoutenburg patent to be withdrawn. It 
then follows that the O'Leary patent likewise is not prior art under 35 U.S.C. 102(e). 
It is therefore respectfully requested that the rejection of claims 1-61 under 35 U.S.C. 
103(a) as being unpatentable over O'Leary in view of Downing et al. in further view 
of Tadesco et al. be withdrawn. 

In light of the foregoing, reconsideration and allowance of this application are 
respectfully requested. 



Respectfully submitted, 




COWAN, LIEBOWITZ & LATMAN, P.C. 
1 133 Avenue of the Americas 
New York, NY 10036-6799 
(212) 790-9200 
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United States Postal Service as first class mail in an envelope addressed: 
Commissioner of Patents P.O. Box 1450, Alexandria, VA 22313-1450, on 
May 25, 2006. 
Date of Deposit 




Date of Signature 



The Commissioner is hereby authorized to charge any additional fees which 
may be required, or credit any overpayment to Account No. 03-3415. 
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